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Arguments 

Claims 1-14, and 22-28 are pending m this applicadon. Applicants have amended 
..e claln^^ Tn on.:/to cla.fv them. Po. at least the reasons stated helo. app.cants .eheve 
L all Claims are In condition ror allowance as they are .u,t obvlows over the cited 

references. 

I Th. c«ed reference. Jo n.. teach or .u,ge,t the limitations of claim 2 

Applicants assert that Calm 2 (and corresponding claim 9 and 23, Is allowable, 
de^nlte Z fact that the former examiner repeatedly Ignored applicants' request for 
^J:ZL calm 2 rejection. After the c„r«nt amendment, which see^ to claHfy 

the claim, claim 2 reads: 

«A method as recited In claim 1, wherein the service provider data structures 
include data concerning contracting the manufacturing service providers for 

manufacturing services/' 

AS the claims and spedflcaUon state, the Invention In Calms 1 and 2 Is a method to 
find service provide,^ that can be contracted for manufacturin, and manufacturing 

pages 3, 9 and XO of the specification dlscu. such manu.c.Jng services, 
and state that pharmaceutical companies who need to purchase certain chemical 
compounds ma, use the Invention's method to find service providers who may be 
contacted to manufacture those chemical compounds (see page 8, lines 16 to 23) Some 

7^ service providers may also be contacted for the ^^'^^"^^^ '° 

the manufactured chemicals, such as -process design", -route optimization , an lys,s 
servTZ -legal raw materials- services, -.gulatory- services, etc. (see page 8, l.nes 29 to 
Z7 Z pr sent Invention leve^ges a database having Information =^0"';-°"; ~ 
manufactuHng organizations (-CMOS', (page 8, lines 8-13). The database « used to post 
ration learning contract manufactuHng organizations' --^^ 
contract manufacturing" such as -technologies, processes, equipment, etc. (page 9, 

calm 2 llmlU the type of service providers that are stored on the 
database to only those service provide,, who can be contracted for their 
sewlces AS )ust discussed, such contracted manufacturing seMces may be pr«ess design 
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seMces route opBnn,z=«on services, regulatory services, etc. The former examlner-s 
ZZ of *.s Claim has been very con^s.ng. Applicants have now amended claim 2 to 

Tn omce action (dated 6/U/Z002,, the fonder examiner rejected Calm 2 on 

.K . -ILott teaches the step of matching the user to a service provider 
the basis that: Sheflott J / . ^ „e elements In Sheflott that 

,„cl„des optlmlzadon ^'^'^^J^^; °''^^JZ .0., 100 and 90 In Hgure 3, one sees 
r t " rZled^r r ; n/:.. . pncm,., .emen. 100 ,s laPeled .«nancla,s 
that element 101 is labeled o / „^ ^ ,each a data structure 

r :rn;ra:nr:rcr::vr contracted ,or the. manufactunn, 

"'^"to undei^and the cited elemenu one must «rst understand ^ 
, Whole. Shenott teaches a method for -generating -^'^"^J^X^Zr Z'^'^ 
u . c: ^nd 6^ used by health Insurance companies in responding to Requests ror yrop 
;r^s.U o X 37 to .0). such an .P. -contains a <.ues«onn,lre with a large 

T , „„ Jtlons to be answered by the health Insurance company- (col. 5, lines SB to 
r n : of .n"t Zs 0 responding to an .FP Is shown In figure 3. which starts by 

--^rirrd^ThereTrr^^^^^^^^^^ 

location of wh^r! the employees live Is a good match to the location of the hea th care 

Irs .^t are part of the potential health plan. If so, then a financial database 
ZZZ 00) s u ed by element 101 to develop nnandal and pricng Information that is 
rrlZ lthe: or not the health insurant „ .^^^^^^^^^^^^ 
questionnaire w,tha,u.e.r Its he^^^s^^^^^^^^^^ 

PlementlOl). Sheflott's figure 3 does not teacn or suggest h ^ , . tk* 
rbmitt neither teaches nor suggests all of the .Imitations found In claim 2. 
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m his second office action, the former examiner rejected claim 2 under a 
combination of teachings from Sheflott, T.bbetts and nores, by stating that: 

"Sheflott teaches ... the step of matching the user to a service provider 
includes optimization services (Fig 3/101/100/90). Tlbbetts teaches 
coordinating actions between proposal and any consumer, which leads to 
optimizations (Fig 6/603)(Fig 7). Flores teaches workflow management and 
workflow schedule processing (Fig 2) and performance optimization (Fig 1) 
and satisfaction optimization (Fig 3)." 

The former e«..lner said the, it would heve been obvious to combine these references 
«,thin e contract manufacturing environment, with the motivation to combine being 
"liy^n, and structuring business processes that provides clients with the re,uls,te tools 
to manage these businesses efficiently as enunciated by Flores". 

Thus, for the second time, claim 2 (which Is directed to a data structure for holding 
data about providers who can b. contracted for thelr manufacturing services, was rejected 
on the basis of a teaching of -optimization services' which allows efficient management of 
businesses. Regrettably, this rejection does not make logical sense to applicants since 
dalm two IS concerned with Infcrmatlon In a database about "manu.ac.unng services , such 
as for manufacturing chemicals and other mixtures. In applicants' response (Hay 23 
20 3 , applicants again pointed out the contents of claim 2 and stated that -the conten^on 
by the examiner [that this Calm Is about optimization se^lces] ... do not bear on cla,m 2 as 

"""'"as discussed above, Sheflott does not teach or suggest the necessary limitations of 
Claims 1 or 2. Now the contents of ^bbltts and Flores will be discussed and shown to be 
likewise irrelevant (alone or In combination). The former examiner relied on flgure 6 

etment 603, and .gure 7 ^ Tlbbetts In rejecting claim 2. As previously discussed in 
t 5/19/2004 response, TlbbetU" Invention pn>vldes a computer too.se, to 
Tpr^vide da« and function mapping as an Interface between the user in«r^«e front.nd, 
and the btinsactional back-end system (such as a database system, (col. 3, .me 60 - coL 4, 

in! 9, The Tlbbetts patent uses the term -proposai", but this term is given a specal zed 

meanmgTn this patent and Is not the type of real-life proposal that might be .he result of an 

RFP or that might be sent to a contract manufacturer. 
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AS T^bbetts' summary of the Invention states: «an object ca.ied a 'P-P-^'' ^^f 
. ^ nl from the user interface front-end and the transaction processor back-end .s 
independent from the user inrena ^^tem "Is aware of its own 

. A r,H thi^ wav of using Proposal objects ensures that the system 

TrT<^TJJ^^^t^^-' Jste^ contains aocun,ent Handiln, 
:rlo Th rshtn . ^.u. e a. . *at ara«,n, ,s a User ■n.e.a^ 

an. does such ,hm^ as -prompts for ne^ antry-, 'displays next page and 

system Figure 7 shows , ^Ce of a Proposal obJeC according to «,e ,nvent,o„ (col. 

2, lines 50 and 59). In this llfecycle, a 

-developer 701 defines the P,.posal Specmcatlon 702 15 using «,e Propo«, 
Speclfl»«on BuUder 703. All Proposal Specifications 704 that are defined are 
piTced in a reposlto^ 705 which holds all of the possible specifications for a 
proposal Cobject). A user 706 selects the appropriate Proposal Spec,«ca .on 
20 L the desli^d type of Proposal from the repository 705. The Proposal ^ 
[Object] IS created through the Proposal Factory 707 and a Proposal 708 ,s 
made available to all users 706, 709. The users can add, change, and 
annotate data to the Proposal [oblect, 708. Proposal updates arc submitted to 
the DBMS or TP monitor 710. If any errors occur In the updates, error 
^essag dded to the Proposal [object) 708." (col. 5, lines 20 to 25) 

The Examiner has relied on Tlbbetts' teaching of -coordinating actions between 
a^anraTy consumer, which leads to optlmizaUons", but this Is not the purpose of the 
proposal furthermore such a Proposal object does not 

t aToTsugt^t a Z o provide ,c«ss to a database of provide, of manufacturing 
rLirlg a databL having a data about provide, who can be hi.d under 
contract for their manufacturing services. 
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" iZ^Z ZXor^o. :,n=,em.nt. ... woHc^ow schedule 

assan mat It even ,f ^,„,^^„„ opUmi»«on-, such a teachl.g 

processln, '>='^3=;,;''~^ m Calm 2, namely a database hav,n, data about 
:re:rrbetrl.-con..c...tbe.man^^^^^^^^ 

'^^■'^^rr^.s Panted ,tsa.u.e„tst^._^ 

o, Shanott, TIbbetts and F,or.s cannot teach or ^^^ '^^^^ h,s earner rejection 
bis tblrd off^e action (6/17/2003). '^1'^"^'—^;::!^^°,^^^ , method ... 
3nd be,d .bat Sbe«o« ce r^darLudes op.,m,za.lon se.lces 

Zt;ZrtZT~ Z'>'.^^^ - -acinar bad ImpllcLlv adm^ted ^In, a 
(Bg 3/101/100/9 ) ^ ^^^^^ 1^,^ ^^j^,„„ „ ,n 

cannot be rejected based °" ^ Fur.hermore, for the .hW time, .he 

Sbenotts in -■^^~^^::^:^12^^^^ opt,n,l«»on services reads on "data 
former examine '^^^^^^ ^ „„,nuf,ctunng services under a contact". In 

rrhtlg.— alutvarlouscompanlesthatprov^ 

""'"in both his fourth office acbon (11/3/2003, and fifth ofnce action (2/19/2004), the 
le n^lnlad h,s re,ec».n of claim 2, s«tln, simply .bat "Sheflott teaches ... 
:T T'a cblg ta ut to a service provider Includes optimization se^lces (Bg 

:::^:/r neitb 

rrc:=pr::rmar:ringserv,.^^ 

Office action (9/1/2004), vhlch Is now before us, the former examiner simply 

--::rer::::srrr=^^^^^^^^^ 

defend", Z 2 against a nonsensical ejection of Sbeflcfs teachings In «gure 3 
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, , rcoi 100 and 90). Again, this portion of Sheflott determines whettier the 
(elements 101, 100 and 90) J ^^^^^ ^^^^ 

company's employees (i.e., those who wl I D 9 ^^^^ 
:;r:n,:hethe.o.notthe health ins.^^^^^^^^^ 

,uest,onnal^ with a quote n.r ,ts ^^'"^ '"J '"f^^^J 7J,„, ^ .each or suggest 

rirredrr.^"^^^^^^^^^^ 

more detail, .e -orme. — 

history recoru, a_s ^ ,i^=.Hrtn" MPEP 6 707.07(f) (emphasis added), 

^.yaminer during prosecution of an application MPEP 5 /u/.u/^i; V k 

::r:ore,re.m,nershou,dl,heos..P«^^^^^^^ 

E-irrrra^^^^^^^^^ 

ryrP^hrgroundsofre^.;^^^^^^^^^^ 

:„rr::rr:i,rd:rarh:Jnna, rejection, and app,,^^^^^^^^^^^^^ 

7 kI.1 «. the above arguments that dalm 2 does not relate to -optimization 
r r. 1::::: IppLnts reguest concession o, the ahove arguments and 
allowance of claim 2 (and corresponding claims 9 and 23). 

, Th. c.aln,s .hould b. ..lowed because .her. I, no pr.p.r motivation t. 

rnTe'ro^rarrfler e^amlner rejected the primary Independent Calm 
H II UScT O^aTas unpatentable over Sheflott In view o, TIbbetts and further In view 
under 35 USC f '°J^^ ^ „, 103(3) reiectlon In the second a«. 

= Ja™yrZer e^mlner. .n response to applicants' amendments and 
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^ ,h= former examiner extended the 103(a) rejection In the fourth office action b, 

a Cham Of rive n-. ~ .,ere was no 

:r r«:r rirthese ..erence. hv .mpiv chalnin, then, together and 

~re:=ra"::::^re?ar— 

r r : ^mrrfirrces an- therefore the rejections to the Independent 

Calms Should - ^ .o,e.he, .n order 

reject the claims. 

AS was presented in applicants' 5/19/2004 response, Applicants oppose the 103(a) 
.election Of e independent claims because the rejection does not form a prints feae case 
rejection of tne inoep araument by the Rouffet decision, where 

rrtrsurttrair exammer-s ^ 103 re..on 

rr::: ^ « t^etner , senes o, prior art 

Characterized as a "prior art mosaic." In re Denis Rouffet, et No. 97-1492, 

'""'^Z^:^ court was no. surpHsed that the examiner was ahle to show . 

K- Hon of references that contained all of the claim elements since "virtually all 

Tenira "nations of old elements." . the Examiner only had to Identl^ 

each da^ed element In the prior art, then "very few patents would ever issue" s, « an 
each clalmeo ^^^^ ^ ^ ^^^^^^^^^ p,^^,„g ^^a,er 

Examiner "^^'^^^^ „„„,,,„lty of the Calmed Invention." «. Osln, the 

:;:irr:::;:in.tt.--^^^^ 

patentability." fd. (cltln, Se«on,cs, ,nc. v. .e^son/c Corp., 38 USPQ2d 1551, 1554 (Fed. 

Cir. 1996). 
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Exammer. Matthew S.Gart 
cage M of 1' 

^ ,h,= same Issue of how merely linking togeth. 
,„ ^004, the CAFC again '^'^^^'^^^'^ The CAFC held In .he 

.rerences ,s no. a P^per way to invention Into Its compone- 

^s. that an Improper ohviousness reie*«. - 9 e a™, 

parts (A + B C), then find a prior art r^^™"^^ ^^^„„„„ obvious.' R/c^a"* 

^hlr containing C, and on ^^^^^^ r.. «as of whole" re,u.ren,en»f 
..a Chance Co N'^^" »^ t« using the InvenUon as a roadmap ,« 
I 103 prohibits such a form of „. 

LeprU to nnd Its pHor art '^^-^J^ZZ^^,^- '""^ 

This IS directly on point w,th the ;Kesent PP ^^^^^^^ ^^^^ 

seated his S 103 obviousness '•^'2^^^'^^'^' -P^"" 
parts (A . B . C . O . E, and ..at a comblnaUon of 

each time that the applicants '^^^J^J^ ,„^er examiner merely tacKed o„ 
references do not teach the -PP'-"^ '^^^ ^„ ,,,„,„^ .„d then to 5 references. 

another reference - going "^'"'^^^^^ a "prior art mosaic- « the same 

Stdnglng together these «ve pnor art re^re ^^^^ ,^ 

procedure that was overturned by the CAFC 

improper. 

.indlng pHor art references ,Hat the Board did not err when 

o, a 103 rejection. In ^ rtalne! all of the elements of the Calms ,n 

„ found that the combination of the '^^^ „as not an adequate 

*e application. Problem found the C«=C ^^^^ ^^,^^,„,,3. 

Showing that one skilled In the art ,g,tt«,S5d^.Wd^ 

The examiner -must show reasons that th ^^^^ ^^^^ 

^ as the inventor and with n'^;^'^ =J^lt„ .He manner claimed." ,n re 
the dted P;- f-'^;;;^J:„:at spe.nc understanding or techn^og,«l 
Rou/ftt. in Rouffet, the Boanl did not have suggested the 

:„clple within the knowledge of ^^Zll^le^o. that one skilled In the art 
comblnabon. Instead, the Board me^lv ^ „ ^„„„e the 

„ould have a high level of skill and «^"^ "j" , ,„,o««on could suffice to 

references. The CAPC rejected th^ - - ^,.„„„, „eias would rarely, If ever, 
supply a motivation to combine, the more 

,«»,».-.«vo.r»™»i"'.'"»S'">'"«™»""~' 
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^Pntable technical advance." Id. Instead, the -^Board could routinely 
::::r:e;rr : . an ap„ in., the ..y .v. o. s..., and rest its 

case , ,,^,3r r.,ect,on: the Examiner does not offer a 

trying to be solved by each reference: 



Sheflott 



Tibbetts 



Provides a system enabling quick, 
consistent and accurate response to 
a request for information, such as 

f^FP 

Provides a computer toolset to create 
objects to provide data and 
function mapping a^ ^n interface 
between the user interface (front- 
end) and the transactional back- 
end system (such as a database 
system). 



Flores 



Elance.com 



Provides a business with tools to 
manage Its business processes by 

notifying the user that she has a task 
to complete, provide her with the tools 
and information to complete the tasK, 
allow her to see where the task fits In 
the overall process, and manage 
reminders to keep the procfess 
moving, etc. 



Detailed Description of the 
Invention (col. 3, line 60 - col. 4, 

line 9). ... ^ ^ 
Note: the abstract uses the term 
"Proposal", which is given a 
specialized meaning in this patent 
and is not the type of proposal that 
an RFP from Sheflott 



Abstract 



Ettle 



mOVinvif cViVo ; J 

Provides an online marketplace for a 
small business to outsource projects 
(such as web development, graphic 
design, software, engineering, 
business strategy) to a pool of 
P^npie provH'^T "'^^ services. 



Provides an inventory 
management system that 
determines stocking levels for an 
inventory c ^r^irroX mechanism 



http ://vmw .ela nee .conrt/c/ static/ 
main/dlsplayhtml.pl?file-about.html 



Summary of the Invention (col. 2, 
lines 58-65) 
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care company. The problem of data mapping and the problem of responding to an RFP 
would not be something combined by one In the art. Ettle offers a solution to determining 
stocking levels for a store's inventory. One would not consider combining inventory 
calculation systems with a system that assists with providing answers for an RFP nor with a 
system that offers a solution to data mapping between a computer interface and a backend 
system. All five references are directed to solving five distinct problems and so the 
Examiner cannot ^"show reasons that the skilled artisan, confronted with thg same 
pmblems " would combine the references" , as required by In re Rouffet. 

Investigating the office action, one finds little meaning to the Examiner's reasons to 
combine the references. Rrst, the Examiner states that the motivation to combine Sheflott, 
Tibbetts and Flores is "to teach an architecture that takes advantage of the generic 
properties permitting it to be reusable for new types of transactions as enunciated by 
Tibbetts (col 1 lines 53-56)". As shown in the above table and discussed above, the 
problem solved by Tibbetts was a system for providing a toolset of Items with "generic 
properties" for use in an architecture to provide data mapping between an interface and a 
backend system. The Examiner's statement suggests that Tibbetts can be reused for any 
new tvpe of transactions. A careful reading of the reference shows that the reusability is 
solely limited to building new data mapping objects each time a developer needs to connect 
an interface with a backend system. The uses contemplated by the Applicants' invention is 
not something that Tibbetts can be reused for. 

Then the Examiner asserts that it would have been obvious to one skilled in the art 
at the time of the invention to combine the first three references with Elance.com and Ettle 
to teach Applicant's invention because the "motivation to combine is to teach a system for 
analyzing and structuring business processes In a manufacturing production environment for 
monitoring inventory management in the presence of constrained capital budgets as 
enunciated by EttI (col 2, lines 41-44)" (19 February 2004 Office Action, page 5). A system 
to monitor Inventory and a system that provides a user with reminders and scheduling of 
business processes would not be combined. Furthermore these could not be combined to 
offer the type of system offered by the Applicants' invention. Here the Inventor has simply 
used the key words of Elance.com ("analyzing and structuring business processes") with the 
key words of Ettl ("monitoring inventory management") and combined them In a single 
phrase even though a total reading of the references supports just how different the two 
inventions are. 
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In contrast to the above problems, Applicants' invention is directed to the problem of 
finding a service provider for manufacturing services, where the invention accepts a user's 
request, returns Information on the service provider that best matches the request along 
with a hyperlink so that the user can access additional Information about the service 
provider. Furthermore, the invention verifies budget constraints and as long as the budget 
isn't exceeded, allows the user to place an order for the manufacturing services. 

To repeat again, by comparing the above table to the problem solved by the present 
invention, one can see that, for example, Tlbbetts Is directed to the very different problem 
of mapping data between a front-end and back-end computer system, and that Flores is 
directed to business project management rather than to a type of system for matching 
service providers to requests. A person skilled In the art searching for a solution to 
matching service providers to requests for manufacturing services would not consider 
combining the five references, especially since one reference Is directed to using objects to 
map data from a computer front-end system to a computer back-end system, and another 
reference is directed to ensuring business processes are managed by notifying a user that 
she has a task to complete, providing her with the tools and Information to complete the 
task, allowing her to see where the task fits In the overall process, and managing reminders 
to keep the process moving, etc. 

The Examiner's has not shown reasons that the skilled artisan, confronted With the 
<.;,mP nroblems as the inventor and with no knowledge of the claimed invention, would 
select the elements from the cited prior art references for combination in the manner 
claimed, as required by Rouffet s\nce the five cited references are directed to five distinct 
problems. Therefore, the Examiner has failed to make his prima facie case of obviousness 
and the 35 USC § 103 rejections should therefore be withdrawn. Using the claim as a 
blueprint to chain together the five references in hindsight is an "Illogical and Inappropriate 
process by which to determine patentability." Rouffet 

3. The Amendments do not require a further search. 

Applicants assert that the present amendments to the claims do not require any 
further searching on behalf of the newly assigned patent examiner. The amendments 
merely clarify what was already In the claims and already searched by the former examiner. 

in the independent claim (using claim 1 as an example), the term "contract" was 
clarified with the phrase "that can be contracted" and the compound term "manufacturing 
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and management services" was clarified by forming to compound nouns "manufacturing 
services" and '^manufacturing management services", as is siiown here: 

Original preamble of claim l: 

contract Imanufacturing and management services 



that can be contracted 



Amended preamble of claim 1: 

manufacturing sendees and manyfacmrina management services 

Element (a) was ciarlfied by changing "service provider" to "manufacturing service 
provider" to better mimic the preamble's terms "manufacturing services" and 
"manufacturing management services". In addition, the "contracting" limitation of the 
services was clarified by the phrase "that can be contracted for". 

Elements (b), (d), (f) and (h) have "service provider" changed also to 
"manufacturing service provider". 

Claim 2's term "contract service providers" was clarified by using the phrase 
"contracting the service providers for manufacturing services". 

4. Summary 

Since the rejections to the independent claims have been addressed, applicants 
submit that all pending claims are in condition for allowance. Applicants respectfully 
request reconsideration of the claims and ask that a Notice of Allowance be issued in this 
case in the event a telephone conversation would expedite the prosecution of this 
application, the Examiner may reach the undersigned at 612-607-7508. If any fees are due 
in connection with the filing of this paper, then the Commissioner is authorized to charge 
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such fees including fees for any extension of time, to Deposit Account No. 50-1901 
(Attorney Docket # 060021-358401). 

Respectfully submitted, 

Steven C. Lieske, Reg. No. 47,749 
Customer No, 29,838 

OPPENHEIMER WOLFF 8t DONNELLY LLP 

Plaza VII, Suite 3300 

45 South Seventh Street 

Minneapolis, MN 55405 

Phone: 612-607-7508 

Fax: 612-607-7100 

E-mail: SLieske@oppenheimer.com 
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